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Opi ni on by Si ms:
Fred Knapp Engraving Co. Inc. (opposer), a Wsconsin

corporation, has opposed the application of Advanced Lab
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Concepts, Inc. (applicant), a Texas corporation, to
register the mark AIR LOG C (“AIR’ disclained) for the
foll ow ng goods and services:

air distribution devices and handling
equi pnrent for | aboratories, nanely, air
fl ow neasuri ng devi ces which neasure
air velocity and pressure, in Cass 9;

air distribution and handl i ng equi prent
for |laboratories, nanely, fune

ventil ation hoods, |ocal fune exhaust
vents, air distribution devices,

namel y, fans, airflow neasuring

devi ces, exhaust vents and snorkels and
exhaust sinks, in Cass 11;

conducting training classes in
mai ntai ning | aboratories, clean roons
and critical spaces, in Cass 41; and

consulting in the field of nmaintenance
and cl eanl i ness standards for

| aboratories, clean roons and critical
spaces, in Class 42.1

Opposer also filed an opposition against applicant’s

application to register the follow ng mark:

YApplication Serial No. 75/269,032, filed April 3, 1997, based upon
applicant’s allegation of a bona fide intention to use the mark in
conmmer ce
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for the sane goods and services.? Both parties have taken
testi mony and opposer has filed notices of reliance upon an
unpl eaded regi stration as well as on docunents produced by
appl i cant during discovery.® Both parties have filed briefs
but no request for an oral hearing was submtted.

The Pl eadi ngs

In the notices of opposition, opposer alleges that it
has previously used the mark and trade name “AIR LOG C for
such goods as pneunatic and vacuum control equi pnent and
air supply systens including control accessories and
conponents such as switches that interface from pressure
signals to electrical control circuits and from vacuum

signals to electrical systens; that it has used its mark on

2Application Serial No. 75/269,033, filed April 3, 1997. Applicant has
al so disclained the word “AIR” in this application

3While a party may not generally rely upon docunents produced by anot her
party pursuant to a request for production, here opposer also subnmtted
t hese documents during the testinony deposition of its officer. These
docunents are considered of record. Further, applicant has not

objected to the introduction of the unpl eaded registration, and we have
considered it to be of record, although it has taken no part in our
consideration of the issue of |ikelihood of confusion between opposer’s
mark AIR LOG C and applicant’s mark AIR LOG C.
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sonme of these goods since as early as 1975, and on ot her
goods since 1977 and 1978; that opposer’s goods are sold
for instrunentation, nedical and industrial applications;
t hat substantial goodw Il has been developed in its
“distinctive and nenorable mark”; that applicant’s goods
are closely related to opposer’s and sold to the sane
target custonmers; that applicant’s adoption of the
identical mark indicates applicant’s intent to trade on
opposer’s goodw I | ; and that applicant’s nmark, when used on
or in connection with applicant’s goods and services, so
resenbl es opposer’s mark as to be likely to cause
confusion, to cause nmistake or to deceive. Wth its
pl eadi ng, opposer submtted status and title copies of
Regi stration No. 1,774,920, issued June 8, 1993, Sections 8
and 15 affidavit filed, for the mark AIR LOd C for the
fol |l owi ng goods:

machi ne parts; nanely, pneumatic

conponents and systens, pneunatic

valves and pneunmatic anplifiers, in

Cl ass 7;

gauges, electric switches and sensory

devi ces; nanely, pressure sw tches,

vacuum sw tches, pressure gauges,

vacuum gauges and spring sensors, in

Class 9; and

plastic fittings; nanely, reducing,

straight tube, swivel tee and el bow

connectors and restrictors, in C ass
17.
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In its answer, applicant has denied the allegations of
opposer’s pleadings except that it has admtted that the
marks (AIR LOG C) of the parties are identical. As
affirmati ve def enses, applicant has asserted | aches,
estoppel and acqui escence on the basis that opposer has
unreasonably del ayed in asserting its rights, and that
applicant has relied on this delay to its detrinent.
Applicant has al so asserted the affirnmative defense of
uncl ean hands.* On August 15, 2000, the Board consol i dated
Opposition No. 116,763, involving applicant’s attenpt to
register the mrk AAIRLOJC in typed form with Opposition
No. 118,040, involving applicant’s application seeking to
regi ster the mark shown in design format.

Opposer’s Record

Opposer took the testinony of its president and the
manager of its Air Logic Division, M. Jay R Haertel. M.
Haertel testified that in 1975 opposer acquired the air
fl ow system manuf acturing part of Johnson Controls
Fluidics. Opposer first used the mark AIRLOG C on its
goods in Septenber 1975. CQOpposer’s mark is used in the

foll owi ng styl e:

* There has been no testinony offered relating to these defenses, nor
has applicant argued in its brief that it should prevail because of
these defenses. Accordingly, we have given no consideration to these
defenses in this opinion.
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/.
/0g/C.

It has been used for such goods as pneunatic controls for
the nmedical (including |aboratory applications),
sem conductor, general industrial and heating, ventilating
and air conditioning (HVAC) industries, the latter industry
i ncludi ng fume hood nmanufacturers. It has also used this
mark for plastic fittings, control equipnment, pressure and
vacuum swi t ches, pressure regul ators, check val ves, needle
val ves and fl ow controls.

Opposer’ s goods are sold to engi neers of original
equi pment manufacturers (OCEM for use in the products of
the OEMs. Opposer sells its goods directly and through
di stributors. QOpposer’s sales in the year 2000 were in the
| ow seven figures while its advertising expenses in the
same year were in the six figures.®> Opposer advertises in

trade nagazi nes and at trade shows as well as through the

°The parties subnitted a stipulated protective order and these figures
are consi dered confidential
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di stribution of pronotional itens bearing the mark. At
trade shows, opposer has displayed what it calls “Air

Logi casaurus,” a pneunatically operated, interactive

“di nosaur.” Over the last 25 years, opposer has spent over
$1 million in advertising its goods under the mark.

Al t hough opposer’s goods are fairly inexpensive (Haertel
dep., 83-84), M. Haertel testified that opposer’s
custoners are not inpul se purchasers. There have been no

i nstances of actual confusion.

M. Haertel further testified that he has seen fune
hood manufacturers (but not applicant) displaying their
products at HVAC trade shows which opposer has attended.
Haertel dep., 67, 70 and Haertel rebuttal dep., 13. M.
Haertel testified that confusion would be |ikely because
the marks of the parties are “stacked” (one word displ ayed
above the other) with the sweeping “L” under the “O’, and
that both parties’ goods involve pneumatic controls and are
sold to the HVAC i ndustry.

Opposer also filed a notice of reliance upon the
foll ow ng unpl eaded regi stered mark (Registration No.
1,752,598, issued February 16, 1993, Section 8 accepted,
Section 15 affidavit acknow edged) covering plastic
fittings and connectors for pneumatic and vacuum control

syst ens:
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Applicant’s Record

Applicant took the testinony of its founder, president
and CEO, M. Mark Etheridge. According to M. Etheridge,
applicant nakes, sells and installs |aboratory furniture
and furnishings, countertops for |aboratories and fune
hoods, and provides rel ated services, and has done so since
1995.

Funme hoods are nade of sheet netal, glass and a
chem cally resistant nmedia and are designed to exhaust
potentially hazardous fumes and thereby protect users
thereof. They vary in price but, on average, cost severa
t housand dollars. Typically, the fume hood nay conprise up
to 40 percent of the cost of the project. Applicant sells
its goods as conplete systens primarily through its own
sal es force but also through a few distributors.

Applicant’s products are sold mainly to architects but al so
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to research and devel opnent personnel for use in
| aboratories. Concerning the sales process of applicant’s
goods, M. Etheridge testified, at 18-19, as foll ows:

Designing | ab space is a specialty.

Usual |y you have architects that

specialize in the area of |aboratory

envi ronnent because it is a critica

space. It is dangerous. So very

rarely would you find sonmeone that

woul d just go buy a hood. They have

got to really think about the space,

the application and integrate the

entire building toit. So there is an

i ncredi bl e anbunt of talent involved in

order to make it work properly.
The ultimate purchasers of applicant’s goods are,
primarily, colleges and universities. However, applicant
al so sells to high schools and to research personnel in
private comnpani es (pharmaceutical, biotechnol ogy, and
industrial). Applicant began selling its goods in the
states of Ckl ahoma, Texas, Louisiana and M ssissippi, but
now sells its goods throughout the United States. M.
Et heridge testified that there are six or seven fume hood
manuf acturers in this country.

M. Etheridge also testified that applicant does not

sell the goods listed in opposer’s registrations; that
applicant’s primary purchasers--architects--do not purchase

or use opposer’s goods; that opposer’s products are not

used in fune hood systens; and that applicant does not sel
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its goods to original equipnment nmanufacturers. |If
applicant’s fume hoods need to be repl aced, applicant
sonetinmes receives calls directly fromthe chem st or
researcher needing the replacenment. Etheridge dep., 110-
111.

Applicant’s goods do use air flow valves, air flow
nmoni tors, pneumatic valves and flow sensors, and its fune
hoods have needl e valves. M. Etheridge testified,
however, that opposer’s valves and fittings are used for
different applications. The testinony is contradictory on
whet her applicant sells separately the conponent parts
which are included in its fume hoods. See Etheridge dep.
76-77, 100, 106 and 118.

Applicant itself installs the fume hoods which it
sells but contractors may install the fittings (needle
val ves) needed for the installation.

Concerning the selection and significance of
applicant’s mark, M. Etheridge testified, at 102:

And it conplenmented the products we
sold, it presents air which is what
drives the hood in a | ogical approach
to fume hood operation, and that’s what
we t hought we needed to do...

M. Etheridge testified that he was not aware of opposer or

its mark when applicant’s application was fil ed.

10
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Appl i cant does not advertise in any of the trade
magazi nes in whi ch opposer advertises, and applicant does
not display its goods at any of the trade shows where
opposer appears. Applicant is aware of no instances of
actual confusion.

Argunents of the Parties

It is opposer’s position that there is a |ikelihood of
confusi on because of the substantial simlarity of the
mar ks and the relationship of the goods. Wth respect to
the marks, while opposer acknow edges that the marks nust
be conpared by their general overall inpressions rather
t han si de- by-si de, opposer contends that even a side- by-
si de conparison shows that the marks are substantially

simlar.

Opposer points to the fact that both marks are in “stacked

|l ogo” formwith the word “AlR’ appearing above the word

11
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“LOGA C with the “L” of both nmarks extending under the “C
of the word “LOd C.”

Opposer argues that its air flow system conponents are
sold to laboratories (in the nedical and educati onal
fields) as well as to manufacturers in the sem conduct or,
general industrial and HVAC fields. According to opposer,
applicant’s goods “inpermssibly extend into the famly” of
opposer’s goods (reply brief, 8), because the goods of both
parties relate to the “air flow industry.” Opposer notes
that applicant’s goods use pneumatic val ves, needl e val ves
and air flow nmodulators while its own goods are suitable
for “the HVAC industry in | aboratory settings.” Reply
brief, 15. Wile opposer states that its goods are
i nexpensi ve and that purchasers nmay be unsophi sti cat ed,
applicant’s high-cost products include inexpensive
conmponents simlar to opposer’s conmponents. That is to
say, opposer’s conponents are of a type, opposer argues,
that could be found in applicant’s goods. Moreover,
opposer points out that parties need not be conpetitors for
there to be a likelihood of confusion. Qpposer also notes
that the respective goods are sold by simlar neans--trade
magazi nes, trade shows, Wb sites.

Opposer al so contends that, while the mark AIR LOG C

has i nherent strength, opposer has devel oped consi derabl e

12
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renown in the mark through over twenty-five years’ use and
pronotional efforts including current advertising in
seventeen trade publications and at 10 to 20 trade shows
per year. QOpposer discounts the |ack of actual confusion
because, until recently, applicant had sold its goods in
only a four-state area. Opposer contends that we shoul d
resol ve doubt in its favor since it is an established prior
user, and contends that purchasers are likely to believe
that the goods of the parties cone fromthe sane source or
at least, that sone of the conponents of applicant’s goods
emanat e from opposer

Applicant, of course, contends that confusion is
unlikely. First, applicant notes specific differences in
the marks--opposer uses initial capitals while applicant
displays its mark in all capitals, the marks are in
different fonts, the “L” in opposer’s mark is placed under
the “I” of the word “AIR,” while the “L” in applicant’s
mark is placed under the “A” of the word “AIR,” that only
the “L” in applicant’s mark is slanted and that the base of
the “L” in applicant’s mark has an arrow.

Appl i cant enphasi zes that its goods are sold to
architects that design | aboratories, while opposer’s goods
are not specifically designed for |aboratories. Applicant

poi nts out that opposer sells its pneumatic controls and

13
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ot her goods to original equiprment manufacturers such as
manuf acturers of HVAC equi pnent, of |aboratory analysis
equi pnent and of hospital and dental equipnent. Qpposer’s
goods could be used in the manufacture of |aboratory
equi pnent but applicant’s funme hood is | aboratory equi pnent
itself, applicant maintains. Applicant argues that
al t hough both products can be described as related to the
air flowindustry, this fact alone is not sufficient for
one to conclude that the respective goods are simlar, and
that over the years opposer has made only mni mal sal es of
conponents to | aboratories. Therefore, it is only
theoretically possible that opposer’s goods would end up in
the sane | aboratories that purchase applicant’s fune hoods.
Al so, applicant sells its expensive goods to educati onal
institutions for research and to other |aboratories for use
by doctors and PhDs, which sophisticated purchasers acquire
t hese goods only after careful consideration. Applicant
al so notes that while it seeks to register its mark for
goods and services, opposer does not offer any services
under its mark.

Finally, applicant notes that there have been no
i nstances of actual confusion despite over six years of
cont enpor aneous use. It is applicant’s position,

therefore, that the potential for confusion is de m ninus.

14
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Opi ni on

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are rel evant
to the factors bearing on the issue of whether there is a
l'i keli hood of confusion. Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973).

However, as indicated in Federated Foods, Inc. v. Fort
Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976), in any likelihood-of-confusion analysis, two key
considerations are the simlarity of the marks and the
simlarity of the goods and/or services. W find that
applicant’s mark for its goods and services so resenbl es
opposer’s alnost identical mark for its goods that
confusion is likely.

Turning first to the marks, there can be no doubt that
applicant’s typed mark AIR LOG C as well as its AIR LOG C
and design mark are substantially identical to opposer’s
registered mark AIR LOG C and to the mark in the stylized
form whi ch opposer uses. All of these marks are very
simlar in pronunciation and appearance. Wile there are
m nor differences in the “stacked | ogo” appearance of the
respective marks, there are also the striking simlarities
not ed by opposer in its brief, including the tail of the

letter “L” extending under the letter “O of the word

15
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“LOE@ C.” The substantial simlarity of the marks wei ghs
heavily against applicant. In re Martin's Fanous Pastry
Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289, 1290 (Fed. GCir.
1984) .

Furthernore, not only are the marks extrenely simlar,
but in addition they appear to be totally arbitrary, a fact
whi ch only enhances the |ikelihood of confusion. 1In re
Mucky Duck Mustard Co., 6 USPQRd 1467, 1469 (TTAB 1988),
aff’d 88-1444 (Fed. Gir. 1988).

We note al so that opposer’s mark has been in use since
1975 and that its goods have been the subject of
consi derabl e sal es and advertising over the years.

Al t hough we do not find opposer’s mark to be a fanous one,
it certainly has achi eved sone degree of renown. In this
connection, we observe that there is no evidence of the use
of simlar marks by third parties.

Because the marks are nearly identical, their
cont enpor aneous use can lead to the assunption that there
is a conmon source “even when [the] goods or services are
not conpetitive or intrinsically related.” In re Shell GOl
Co., 992 F.2d 1204, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993)
and In re Concordia International Forwarding Corp., 222
USPQ 355 (TTAB 1983). That is to say, the greater the

degree of simlarity between applicant’s nark and opposer’s

16
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mark, the lesser the degree of simlarity between
applicant’s goods and services and opposer’s goods that is
required to support a finding of |ikelihood of confusion.

Turning now to the goods of the parties, it is well
settled that goods and/or services need not be identical or
even conpetitive in order to support a finding of
i kelihood of confusion. Rather, it is sufficient that the
goods and/or services are related in some manner or that
the circunstances surrounding their marketing are such that
they would be likely to be encountered by the sanme persons
in situations that would give rise, because of the marks
used thereon, to a mstaken belief that they originate from
or are in sone way associated with the sane producer or
that there is an association between the producers of the
goods and/or services. See In re Martin' s Fanous Pastry
Shoppe, Inc., supra, and In re Qous One Inc., 60 USPQRd
1812 (TTAB 2001). That is, likelihood of confusion may
exist even if the parties are not direct conpetitors, and
the rights of the owner of a mark extend to any goods and
services that potential purchasers mght think are rel ated
or put out by the sane producer.

We note that applicant is not only seeking
registration of its mark for fume hoods but al so for other

goods including air flow neasuring devices, fans and

17
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exhaust vents. In this regard, it is well settled that the
i ssue of |ikelihood of confusion nust be determ ned in
l'ight of the goods set forth in the opposed application and
pl eaded registration and, in the absence of any specific
[imtations therein, on the basis of all normal and usual
channel s of trade and net hods of distribution for such
goods. See In re Dixie Restaurants Inc., 105 F.3d 1405, 41
UsP@2d 1531 (Fed. Gir. 1997); Cctocom Systens Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQRd
1783 (Fed. Cir. 1990); and Canadi an I nperial Bank of

Commer ce, National Association v. Wlls Fargo Bank, 811
F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987). Applicant’s
argunent, therefore, that opposer’s goods are sold only to
CEMs for use in other equipnent while its goods are sold
only to | aboratories is of little persuasive value. W
nmust presune that opposer’s pneunmatic parts such as val ves
and anplifiers, as well as its gauges, pressure swtches
and plastic fittings, and applicant’s air measuring

devi ces, fans and exhaust vents, as well as its other
goods, are sold in all normal channels of trade for those
goods. Mbreover, the record in fact denonstrates that
opposer’s goods are displayed at HVAC trade shows where
applicant’s conpetitors have appeared. Al so, opposer’s air

flow parts may be sold to the sane | aboratories that

18
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purchase applicant’s fune hoods and other goods. In
addition, while fume hoods are relatively expensive, sone
of applicant’s other products are |ower-priced, as are
opposer’s goods, and purchasers nmay exercise |ess care and
discrimnation in the purchase of those goods.

The fact that opposer sells a variety of goods ranging
from pneumati c val ves to gauges, pressure sw tches and
plastic fittings is another factor which tends to increase
the likelihood of confusion. That is to say, potential
purchasers seeing the mark AIR LOd C on applicant’s air
fl ow measuring devices, fune hoods, exhaust fans, etc., may
wel | believe that opposer has expanded into those products.

Al t hough opposer’s registration and its testinony fai
to reflect any use of opposer’s nmark with respect to
rel ated services, we believe that applicant’s use of the
AIR LOG C mark in connection with consulting services and
training classes in maintaining | aboratories, clean roons
and critical spaces is also likely to cause confusion with
opposer’s mark. Purchasers and recipients of applicant’s
services may well believe that these services are offered
by the provider of opposer’s AIR LOd C products.

Wi | e there have apparently been no incidents of
actual confusion, evidence of actual confusion is

notoriously difficult to come by and, in any event, such

19
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evidence is not required in order to establish likelihood
of confusion. See Gllette Canada Inc. v. Ranir Corp., 23
usP@d 1768, 1774 (TTAB 1992); Block Drug v. Den-Mat Inc.,
17 USPQd 1315, 1318 (TTAB 1989); and Guardi an Products Co.
Inc. v. Scott Paper Co., 200 USPQ 738, 743 (TTAB 1978).

The absence of evidence of actual confusion in this case is
sonmewhat offset by the absence of sufficient evidence upon
whi ch we m ght base a conclusion that there has been any
meani ngf ul opportunity for actual confusion to have
occurred. As opposer has pointed out, until recently
applicant has only offered its goods and services in a
four-state area.

Finally, to the extent we have any doubts on the issue
of Iikelihood of confusion, we nust resolve themin favor
of the prior user and registrant. Kenner Parker Toys V.
Rose Art Industries, 963 F.2d 350, 22 USPQ2d 1453, 1458
(Fed. Gr. 1992). See also CAE, Inc. v. Cean Ar
Engi neering, Inc., 267 F.3d 660, 60 USPQRd 1449 (7'" Cir.
2001) (reversing the Board' s decision and finding |likelihood
of confusion of the mark CAE for opposer’s aircraft
sinmulators, air traffic control equi pnent and ot her goods
and services and applicant’s environnental consulting

services).

20



Opp. Nos. 116, 763 and 118, 040

Deci sion: The oppositions are sustained and

registration to applicant is refused in each application.

21



